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REMARKS 

Claims 1-9 are pending. Claims 8 and 9 have been withdrawn from consideration as 
drawn to non-elected subject matter. Claims 1-7 are at issue. No new matter is added in this 
response. 

Rejection under 35 U.S.C. § 103(a) 

In the Office Action, the Examiner rejects Claims 1-2 and 4-7 under 35 U.S.C. § 103(a) 
as being obvious over Kley (U.S. Patent No. 7,309,446) (hereinafter "Kley") in view of Linares 
(U.S. Patent Application Publication No. 2003/0205190) (hereinafter "Linares"). Claim 3 was 
rejected as being unpatentable over Kley in view of Linares and in further view of Pope (U.S. Patent 
Application Publication No. 2004/01992620) (hereinafter "Pope"). The Examiner contends that the 
declaration submitted with the August 21, 2009 Response (i.e., the Second Declaration of Jae Kap 
Lee and Phillip John) does not place the application in condition for allowance since the inventors 
have not shown diligence for the entire period from the conception of the invention through the 
filing date of the Korean priority application. According to the Examiner, applicant does not make it 
clear what date they are claiming for their invention. The Examiner also contends that the following 
time periods are unaccounted for in the Exhibits submitted with the declaration filed March 1 1 , 
2009 (i.e., the first Declaration of Jae Kap Lee and Phillip John): 

(i) from conception to May 2004; 

(ii) from May 2004 to July 2004; and 

(iii) from July 2004 to October 2004. 
These rejections are respectfully traversed. 

Conception 

The Examiner states that "applicant does not make it clear what date they are claiming 
for their invention" and points out that Exhibits T-2, 5 - 6, and 9- 10 submitted March 11, 2009 are 
undated. As previously stated, the dates were redacted from Exhibits 1 -2 (see first Declaration 
submitted March 1 1, 2009) and the inventors stated that the invention occurred prior to February 25, 
2004. As stated in the MPEP: V' 1 ' 
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When alleging that conception or a reduction to practice occurred prior to 
the effective date of the reference, the dates in the oath or declaration may 
be the actual dates or, if the applicant or patent owner does not desire to 
disclose his or her actual dates, he or she may merely allege that the acts 
referred to occurred prior to a specified date. (MPEP 715.07 (II)). 

averments made in a 37 CFR 1.131 affidavit or declaration do not require 
corroboration; an applicant may stand on his or her own affidavit or 
declaration if he or she so elects. Ex parte Hook, 102 USPQ 130 (Bd. App. 
1953). (MPEP 715.07 (III)). 

Thus, the statement from the inventors as provided in the inventor Declaration and 
reproduced below is sufficient to show that the conception occurred prior to the Kley priority date. 

2. Prior to Feb. 25. 2004, the filing date of the earliest provisional 
application to which the Kley patent (U.S. Patent No, 7.309,446) claims 
priority (U.S. Pat. Appl. Ser. No.60/547,934), we had conceived our 
invention as described and claimed in the subject application in the 
United Kingdom, a WTO member nation since January 1995. 

Conception prior to February 25, 2004 has been established. 

The Examiner is incorrect in requiring proof of diligence dating back to conception. It 
is only necessary to establish that conception occurred at some point before the earliest priority date 
of Kley (stated to be March 29, 2004) followed by due diligence. See 37 C.F.R. § 1.131(b) ("The 
showing of facts shall . . . establish . . . conception of the invention prior to the effective date of the 
reference coupled with due diligence from prior to said date to a subsequent reduction to practice 
. . . ")(emphasis added). The rules do not require a showing of diligence from applicants conception 
to the effective date of the reference. Thus, the first period for showing diligence should be from 
prior to March 29, 2004 to May 2005. In an abundance of caution, Applicants have attested to a 
conception date prior to the February 25, 2004 filing of the first Kley provisional application (Appl. 
No. 60/547,934). The '934 application was filed over one month prior to the sixth Kley provisional 
application (Appl. No. 60/557,786) filed March 29, 2004. 

Diligence from prior to Feb. 25, 2004 to October 19, 2004 

5 

. 4679832.1 0207506-USO 



Application No. 10/574,264 Docket No.: 06181/0207506-US0 

Amendment dated March 17, 2010 

After Final Office Action of November 17, 2009 

Since conception prior to February 25, 2004 has been shown, the only remaining 
requirement is a showing of due diligence from this date to the constructive reduction to practice on 
October 19, 2004. The Examiner agrees that Applicants have provided proof of diligence for May 
2004 and July 2004, but requires further proof of diligence. Applicants contend this has been done 
in the prior declaration (see Para. 2 as reproduced above). With regard to overcoming a reference 
which was asserted to be prior art under § 102/1 03(a), the courts have found that the "evidentiary 
standard for antedating a reference is not the same as the PTO requirement for establishing priority 
in an interference contest. Inventors' affidavits have always been admissible to antedate a 
reference." Loral Fairchild Corp. v. Matsushita Elec, 266 F. 3d 1358 (Fed. Cir. 2001). 
Additionally, reasonable diligence is all that is required of the attorney. Reasonable diligence is 
established if attorney worked reasonably hard on the application during the continuous critical 
period. For example, if the attorney has a reasonable backlog of unrelated cases which he takes up 
in chronological order and carries out expeditiously, that is sufficient. (MPEP 2138.06 citing Bey v. 
Kollonitsch, 866 F.2d 1024, 231 USPQ 967 (Fed. Cir. 1986)). 

■ In addition to the Declarations as discussed above and to further demonstrate due 

diligence during the period from prior to February 25, 2004 to October 19, 2004, a Declaration 
under 37 CFR § 1.131 signed by inventor Lee and a Declaration under 37 CFR § 1.131 signed by 
patent attorney Park are provided herewith. As demonstrated in these declarations, between a date 
prior to February 25, 2004 to October 19, 2004, the inventors conceived and developed the idea into 
the invention as presently claimed, presented the idea to their patent attorney, and participated in the 
drafting of a patent application in a diligent manner until the application was constructively reduced 
to practice upon the filing of the patent application on October 19, 2004. Additionally, the patent 
attorney working on this matter provided reasonable diligence in drafting, editing, and providing the 
relevant documents for the patent application filed on October 19, 2004. Paragraphs 2-7 of the Lee 
Declaration and paragraphs 2-5 of the Park Declaration as provided herewith along with Exhibits I - 
IX show this diligence for the entire period form February 25, 2004 to the filing of the priority 
document (KR Application No. KR 1 0-2004-00837 10) on October 19, 2004. 
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Thus, Applicants have shown conception from before the earliest priority date of Kley 
followed by due diligence until the invention was constrictively reduced to practice on October 19, 
2004 with the filing of a Korean patent application. Thus, Applicants respectfully request that these 
rejections of claims 1-7 be withdrawn. 



CONCLUSION 



Applicants respectfully submit that the application is in condition for allowance. 
Favorable consideration on the merits and prompt allowance are respectfully requested. In the event 
any questions arise regarding this communication or the application in general, the Examiner is 
invited to contact Applicants' undersigned representative at the telephone number listed below. 

Dated: March 17,2010 Respectfully submitted^ 

Lyd^ 
Registration No.: 48,487 
DARBY & DARBY P.C. 
P.O. Box 770 
Church Street Station 
New York, New York 1 0008-0770 
(206) 262-8913 
(212) 527-7701 (Fax) 
Attorneys/Agents For Applicant 
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Docket No.: 06181/02Q7506-US0 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Jae Kap Lee 



For: DIAMOND SHELL WITH A GEOMETRICAL Examiner: J. A. Miller 
FIGURE AND METHOD FOR FABRICATION 
THEREOF 



MS AF 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

I, Jae Kap LEE do hereby declare and stale as follows: 

1 . I am one of the inventors of the subject matter described and claimed in the 
above-identified patent application. 

2. As provided on page 4 of Exhibit 3, which was submitted in the first 
Declaration under 1.131, future works in this invention as of the May 14, 2004 date of the 
Exhibit included the following optimiza tion for fabrication of the diamond shells: 



Pretreatment for diamond growth, 
Control of shell's opening size, 
Control of surface morphology, 
Optimization of etching condition, and 
Different size, shape. 
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I, along with Dr. P. John, worked on these optimizations at least between the May 14, 2004 
date of Exhibit 3 and July 8, 2004, the date of the draft application previously submitted in the 
first Declaration under 1.131 as Exhibits 5 and 6. Optimization of the invention performed in 
this t ime period included, for example, varying the shape of the matrix into a "sphere, 
tetrahedron, hexahedron and the like and varying the size of each matrix" (Exhibit 6 page 7 
lines 22-24), and optimizing the etching conditions by using HF solution at 60°C for 24 hours 
(Exhibit 6 page 9 lines 19-20). 

3. An email dated June 23, 2004 between Carol Phillips, an employee at Heriot- 
Watt University <HWC) and myself, is submitted herewith as Exhibit I, clearly showing formal 
discussions were initiated in order to patent the invention as of June 23, 2004. The email refers 
to a meeting of the Innovation Exploitation Board to occur on August 9, 2004 and discloses an 
intention to discuss this invention at the meeting. 

4. I, and inventor Philip John, diligently worked on the experiments, analysis and 
reducing the invention to writing from prior to February 25, 2004 until at least July 13, 2004, 
when I contacted the law firm of Park, Kim and Partner, regarding drafting a patent application. 
Between July 13 and July 22, 1 corresponded, via email, with my patent Attorney, Ik-Bae Lee, 
regarding drafting the claims so that the claims accurately characterized my invention. See the 
correspondence provided as Exhibit III. 

5. During the time between July 13, 2004 and October 1 9, 2004, inventor Phillip 
John, resided in tire UK whereas I resided in Korea. Thus, correspondence necessarily look 
more time than would have been required had Phillip John been in the same location as myself. 

6. Both I IWU in the UK and the KIST in Korea have rights to the invention. 
Thus, a reasonable amount of time was required for all interested parties to come to an 
agreement regarding the invention, review the application and perfect the ownership of the 
invention. Evidence of these transactions which show diligence in providing a draft 
application and thus obtaining a constructive reduction to practice includes: 
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a. 



Minutes of a meeting of the HWU Innovation Exploitation Board and 



documents that HWU formally discussed the joint invention in a meeting held on Aug. 
1 0, 2004 are submitted herewith as Exhibit IV. 



discussion of the Innovation Exploitation Board is submitted herewith as Exhibit V. 
This letter shows that this invention was under discussion as of August 17, 2004, 



occurring between Aug. 23, 2004 and September 24, 2004 is submitted herewith as 
Exhibit VI. This email chain show that KIST and HWU discussed patenting the 
invention at this time. As stated in the email, I was anxious to have the agreement in 
place so I could file the patent as soon as possible (Exhibit VI, page 5). Additionally, 
this email confirms that a draft of the patent application was sent to Carol Phillips as of 
Sept. 7, 2004. This draft was sent to the IIWC IP manager to comment on, with hopes of 
feedback by the end of the week (Exhibit VI page 2). 

7. Between October 4 and October 22, 2004, 1 corresponded, via email, with my 
patent Attorney, Ik-Bae Lee, regarding the claims and the specification. This correspondence 
was to confirm the claims and specification accurately characterized my invention. See 
Exhibit VII. 

8. I further declare that all statements made herein of my own knowledge arc true 
and tha t all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made arc punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United Slates Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 



b. 



A letter dated August 17, 2004 informing inventor Phillip John of the 



c. 



An email chain between Carol Phillips, an employee at HWC and myself, 





Jae Kap Lee, Inventor 
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(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Jac Kap Lcc 



For: DIAMOND SHELL WITH A GEOMETRICAL Examiner: J. A. Miller 
FIGURE AND METHOD FOR FABRICATION 
THEREOF 



MS AF 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 



I, JANG WON PARK do hereby declare and state as follows: 



1. My law firm, Park, Kim and Partner, was involved in the preparation of the 
priority document for the abovc-identified patent application. 

2. On July 13, 2004, Park, Kim and Partner was contacted regarding drafting a 
patent application. An initial draft disclosing the invention is provided as evidenced by the 
Progress of Application, Exhibit II. Page 4 of Exhibit II demonstrates that a draft specification 
and invention transfer were received by Park, Kim and Partner, and the specification was 
reviewed on July 13 2004. 

3. Between July 13 and July 22 and between October 4 and October 22, 2004, 
inventor Jae Kap Lee corresponded, via email, with Park, Kim and Partner attorney Ik-Bae Lee 
regarding drafting the claims so that they accurately characterized the invention and 
confirming that the claims and specification accurately characterized the invention. See 
Exhibits III and VII. 
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4. In order to file the priority document in the Korean Patent Office, 
documentation including a Power of Attorney from the foreign-based inventor and an 
Applicant Code for HWC were obtained. Evidence of due diligence in obtaining these 
documents include: 

a. A Power of Attorney, dated October 7, 2004 was received from UK inventor 
Phillip John. Confirmation that this document was received is presented herewith as 
Exhibit VIII. 

b. Park, Kim and Partner applied for an Applicant Code for IIWC prior to the 
filing of the priority document for the present application. On October 14, 2004, the 
KOREA Intellectual Property Office sent a Notice of Applicant Code. This is 
documented in Exhibit K. 

c. The priority document (KR Application No. KR 10-2004-0083710) for the 
present application was filed on October 19, 2004. 

5. Thus, Park Kim and Partner pursued the filing of this application with 
reasonable diligence from the initial disclosure received on July 13, 2004 to the constructive 
reduction to practice on October 19, 2004. 

6. I further declare that all statements made herein of my own knowledge arc true 
and that all statements made on information and belief arc believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made arc punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 
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jklee@kist.re.kr 



SH Afif: <C.J.Phillips@hw.acuk> 

Ste Afg: "•crag « <k.ee#<st.re.kr> 

SS ¥»; 2004a 6123^ 23 1:06; 

Ail^: Re; joint patent application 

Hello Jae-Kap, 

Good to hear from you and J hope you are settling back into life in 
Korea. Phil has passed the completed IDF (o me and that will now go 
through o.ur next stage in the commercialisation process. From the IDF 
form I will now, with help from Phil" and yourself complete a Business 
Case which will be presented to^ur Innovation^Exploitation Board, 
IjTigjro up will next m ee t on the; Eth of August and comprises some of 
t he senior membe rs' pTF feriot-Watt stafno gelhem tWp 
from associated commercial operations. The discussions; are; 
confidential and the group decides whether to precede with a patent 
and the; allocation of resources (patenting costs, commercialisation 
officer), 

I Will contact your commercialisation office once I have a completed 
business case. I will forward on an electronic copy of the IDF to you 
as: soon as I can but at the moment we are having some real 
difficulties with our e mail system and I am not able to include 
attachments. 

Kind regards 

Carol 



Quoting SIl gselKap 

> Dear '.ara J Phillips, 
> 

> I wondef that m pot n, email ~,ent on 14th of July. In the 
emai I asked oi t< jpdate tie- situation f! e joint patent 

> application. Lei me know its any progress. 
> 

> Sincerely yours, 
> 

> From Korea, Jae-Kap Lee, Ph-Q. 
> 

> Research Scientist 

> Thin; film Technology Center 

> Korea ii stiti te of Sou e ; n Chn logy(KiST) 

> P 0, Sox 131, O'.eongivana, Seoul 130-650, Korea 
Phone: + .2-g 5a -;5495 a> +y^^Jo6- r O - 

> E-mail: jkiee@kis f,re.krJ ae-Kap. 



200-4-06-P.3 



DISCLAIMER:. 



■ his e-rrii i! m a iy files tn nsmitted \i L h it an co-ifiden ia> 
and intended £ iiely for fh:e use cf ino n'dividi al o entity 10 
whom ir is addressed If yc u are ret the intended rc cipient 
you are prohibited iron using any of the information contained 

> this e !-ia:i In soeiva ease lease destroy ali pies . 
yoi Dossessfan a) d no ify the sender h> reply s-ntaif. Herioi 
Watt Universib does n I acceptl) t ility o responsibility 
to, c ranges made to i lis; e-n ail after it was scm oi for 
< : s ses transmrftec througt tiiis e-mail Opinions comments 

m lu.siom ant other information this -mall that r nr 
relate to the official bus in( - r HeriotWatt 1 in ersfty are 
not endorsed by it 
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21101 XI 1 12. 
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iblee@koreapat.com 
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2004/07/22 1 



1 1 .372 KB 



' 17:54^^ 



S L J^r 2004/07/22 17:54:51 



2°Jo(| cfo|ofS = at §sf S Sfissfe 3^: cfoloj = ba \\)k 5i#V°J S 



oiwsa 
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Origin* 

From: o| r ; 

To: jklee@kist.rs.,.. 
Sent: Thursday, July 22. 2004 R 



03 PM 



buDject: Re^-oli-? S ! ?l (K03344)' 

sarins ssuspmss- swaaM » = 



H£|A|. 0|QibH c|J 



Rom: 0|*!|g} 

Received Date: Z0OAJ07/3? 15:4 I mo 
Subject: 4*3 tl ?«| (K 03341) 
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Jae-Kap Lee. Ph.D. 

Research Scientist 

Thin Film Technology Center 

Korea Institute of Science and Technology(KIST) 

P.O. Box 131, Cheongryana. Seoul 130-650 Korea 

Phone: +82-2-958-5495, Fax : +82-2-958-5509 

E-mail: jklee®kist.re.kr 



Copyright(C) 2002 DEEPSOFT Company 
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Jae-Kap Lee, Ph.D. 

Research Scientist 

Thin Film Technology Center 

Korea Institute of Science and Teclmology(KIST) 

P.O. Box 131. Cheongryang, Seoul 130-650, Korea 

Phone: +82-2-956-5495, Fax : +82-2-958-5509 

E-mail: jklee@kist.re.kr 
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HERIOT-WATT UNIVERSITY 



INNOVATION EXPLOITATION BOARD (IEB) 

MINUTES of meeting held on 10* August 2004 

PRESENT: Ms G E McFadzean (GEM) 

Mr G Black (GB) 
Dr M K Cox (MKC) 

In Attendance Miss A K Hearn (AKH) 

Mr Rudiger Mull (University of Bonn) 

Mr Thomas Kroener (Forschungszentrum Karlsruhe) 



1 .0 APOLOGIES FOR ABSENCE 

Apologies were received from Professor D R Hall, Dr G S Buller, Professor D 
M Lane, Mr N Somerville, Dr A W MacKinnon. 



2.0 MINUTES OF PREVIOUS MEETING 

The minutes of meeting held on 8 th June 2004 were accepted as a true and 
accurate record. 



3.0 MATTERS ARISING 

There were none. 



4.0 RECOMMENDATIONS FOR ACTION 

4.5 Business Case for A Method for the Fabrication of Micro-Diamond Hollow 
Shells (P John) 

Agreed to conclude negotiations with KIST on the protection and 
commercialisation of this technology. KIST to pay for patent application and 
maintenance and subtract this from future shared royalty income. Annual 
Reviews of activity to be undertaken with KIST and reported back to IEB. 
MKC to contact inventor in the first instance and AKH to write formally 
informing him of Board's decision. Action: MKC/AKH 



5.0 ANY OTHER BUSINESS 

There was none. 



6.0 DATE OF NEXT MEETING 

The next meeting will be held on Tuesday 5 th October, 2004 at 2pm in the 
Presentation Area, George Heriot Wing. Paperwork for inclusion at the next 
meeting should reach Amanda Hearn, TRS no later than Thursday 30 th 
September, 2004. 
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Professor P John 

School of Engineering & Physlcaf Sciences 
Henot Watt University 



Edinburgh 



Dear Professor John 

Shell^ CaS * f ° r A MethQtl t W fo* Fabrication of Micro-Diamond Hollow 

£ " S"! ^ t"* * *? ! " 1 * meBtfng 0n 10,11 Au!3Udt 2004 > the Innovation 
Exploration Board agreed to conclude negotiations with KIST on the protection and 
so nmercia sati , > this tc :hnolo » and for Kis to fund the patent VpSon S 

Yours sincerely 



Amanda Heam 
Secretary to IEB 



Cc DrM:K.eox 
pre J Phillips 



Technology <TOdHesea*ch Services 

Email TR.S«Kw in c.uk Wwt .^, f .c.uk ' 
Zdtnbiirgb cwnpus - Scctm W#W..Ckny}<iS. 
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Jae-Kap Lee, Ph.D. 

^search Scientist 

!$n Film Technology Center 
Korea Institute of Science and Technology(KIST) 
P.O. Box. 131, Cheongryang, Seoul 130-650, Korea 
Phone: + 82-2-958-5495, Fax : + 82-2-958-5509, 
E-mail: jklee@kist.re.kr 



Dear Carol, 

We have examined the revised agreement you sent on xx/8/04 and concluded that 
it is acceptable although there is room for discussing further about the patenting 
costs. 

I-Mard from Jae-Kap that Phillip is concern about paying a half of the Korean 
patenting cost. This is good news to me because even obligation is a basic 
concept on this ag reement. The cost for HWU will be about 500 pound.. If you are 
willing to pay the cost, I will let a legal agency in Korea contact you later. While if 
you cannot afford to pay it still, we will pay it instead. Pd like to let you know, 
however, we can't, guarantee the cost to be needed for foreign patenting. We 
need to discuss this matter later. 

I hope to hear your final opinion on this agreement and the costs. I think you 
didn't change the title on the last page of the revised agreement. 



D5oai'k@kn 



letter 

> : HTML SM 



http://kistmail.kist.re. kr/cgi-auth/mailview.cgi?cmd=view&fldrname=inbox&select=2... 2004-08-30 
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0 sea' Mm 

SWIMS (Phillips. Cai'ol.J) C.J.phillips@hw.ac.uk 
IsrteAH-f b.sDark@klsr.re.kr 

ill ^ RE: RE: RE: Joint patent application 
- 2004A»/07<») 07:25pm »»S - m&UH ■ HTML SM - SS£ : £8 jfflgt 

Dear Mr Park, 

Thank you for your e mail. 

1 am pleased you are now able to accept the revised agreement. In order to progress 
thjngsjf you could print and sign two copies and send them to me. I will arrange for an 
authorised University Signatory to sign and return a copy to you for your records. 

Just to confirm we do not have the funds to allocate to this patent application. As you say 
\«', .can discuss foreign patenting later. Normally before proceeding to filing patents in 
uuier countries we would expect a strong commercial case for the technology. Ideally a 
third party may have been identified to licence the technology too. 

iQjXCi the agreement is in place then I hopeCyve can keep in tpuchregjjJarly to assess how 
^e commercialisatjoh is progressing. In our organjsatjon'Tt i s the Techno logy Transfer' 
Office that leads on this with helpTrom thVResearchers who provide useful contacts. 'in 
KHSTj/rtic^^ 

Dr Lee has provided a first draft of the patent application which I have sent to our IP 
Manager to comment on and hope to have some feedback by the end of the week. 

I look forward to receiving the signed copies of the agreement. 

T i _,y best wishes 

Carol 



From: bspark@kist.re.kr [maiito;bspark@kist.re.kr] 
Sent: 01 Septem ber 2004 08 : 2 1 
Tm Phillip^ CaroH 

Subject; Re: RE: RE: Joint patent application 

Dear Dr Carol, 

We have examined the revised agreement you sent on 25/8/04 and concluded that 
it is acceptable although there is room for discussing further about the patenting 
costs. 
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I heard from Jae-Kap that Phillip is concern about paying a half of the Korean 
patenting cost. This is good news to me because even obligation is a basic 
concept on this agreement. The cost for HWU will be about 500 pound, if you are 
willing to pay the cost., I will let a legal agency in Korea contact you later. While if 
you cannot afford to pay it still, we will pay it instead. I'd like to let you know, 
however, we can't guarantee the cost to be needed for foreign patenting. We need 
to discuss this matter later. 

I hope to hear your final opinion on this agreement and the costs. 
Kind regards 



Park 



> 
> 

t- ssihiaixi 

■■^fcf!.A|-a: "Phillips, Garol J" 

> £>trA^: bspark@kist.re.kr 

> )dW- 2004/08/23iaj 16:41 

> Xil-^r: RE: RE: Joint patent application 

> Helio Mr Park, 
> 

> I have resaved the file as a word document - it is only 93 kb now so should be 
easier to open. Please let me know if this works. If not I can fax you a copy. 

> Kind regards 
> 



> 

> From: bspark@kist.re.kr [mailto:bspark@kist.re kr] 

> Sent: 23 .August 2004^08:35 

> To: PmTTips. Carol J 

> Subject-' Re: RE: Joint patent application 

> 
> 

> Dear Dr. Carol 
> 

> I cannot still open attached file. 

> Please send it to me by compressed file(or zip file) 

> Kind regards 
> 

> Park 
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HI 01 XI 1 / 1 



Dear Dr Carol, 

Thank you for your e-mail. 

We are planning to sign the PATENT APPLICATION AND USE AGREEMENT. 
By the way we have some questions concerning the agreement as follows : 

1. Who is signing the agreement in the university? Is it proper for patent manager to 
sign the agreement? 

2. Generally it is not essential for the witness to sign the agreement in Korea. So we 
don't know who is 

the right man to sign. Could you advise us about that? 

3. We don't understand the meaning of the page from 12 to 13. Please explain to us. 
I think you didn't change 

the title on that page of the revised agreement. 

We look forward to hearing from you soon. 

KV,. J regards 

Park 



http://kfstman.Wst.re.kr/cai-auW 2004-09-14 
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O ! : Print 



(Phillips. Carol J) GJ.Phillips@hw.ac.uk 
bspark@kisl.re.kr 




FW: HE: Rt: RE: Joint patent application 



<■ 2004/09/24(3) 01 :22am . : HTML * f2E : fil Qg£ 

Dear Mr Park, 

Please find attached the agreement with modifications as discussed previously. I 
appreciate that Dr Lee is anxious to have the agreement in place so he can file the patent 
as soon as possible so if you could let me know if there are any further problems. 

Kind regards 



From: Phillips, Carol J 

Sent: 17 September 2004 14:35 

To: 'bsparfa^kistre.kr*"" 

Subject: RE; RE: RE: RE: Joint patent application 
Dear Mr Park, 

My apologies for not getting back to you sooner. 

I have passed the agreement back to our Legal Team to make the apporpriate 
i. r edifications to pages 12 and 13. These are the cover sheets to the agreement but it is 
important that they have the same title as the rest of the agreement. I should have this 
back to you early next week - the University is on Holiday on Monday so it will probably 
be Tuesday. * r 1 

Regarding Signature - Jamie Watt our Intellectual Property Manager is an authorised 
signatory for the university, and therefroe can sign this agreement on its behalf. 

As regards a witness, it is not absolutely necessary but good practice. It should be 
anyone (of sound mind) that sees you sign the agreement. A witness is used in order to 
provide evidence that a person has signed an agreement if needed in the future. 

Kind regards 



http://kistmai1.kist.re.kr/cg™ 2004-09-24 



Carol 



Carol 
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Froms bspark@ki5t.re.kr [maiito:bspark@kistre.kr] 
Sent: 14 Sep tember 2004 01:32 
To: Phillips, Caroi 3 

Sultfect: Re: RE: RE; RE: Joint patent application 

Dear Or Carol. 

Thank you for your e-mail. 

We are planning to sign the PATENT APPLICATION AND USE AGREEMENT. 
By the way we have some questions concerning the agreement as follows : 

1 . Who is signing the agreement in the university? Is it proper for patent manager to 
sign the agreement? 

2. Generally it is not essential for the witness to sign the agreement in Korea. So we 
don't know who is 

the right man to sign. Could you advise us about that? 

3. We don't understand the meaning of the page from 12 to 13. Please explain to 
ip.,J think you didn't change 

tW title on that page of the revised agreement. 

We look forward to hearing from you soon. 

Kind regards 

Park 



********************************************* 

U(. g ^ 

s-^VSj^iirs^KisT) JiifAf-sB mmm 

: 02-958-6054, 02-958-6029 
Oj'maif : bspark@kist.re.kr 
AiSAI 39-1 136-791 

********************************************* 



MIME Type application/msword 
ffi-?J0|-I- hwproposedagreement17.doc ffl-i!3^i 134.4KB 
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ibl-ie@KOfsapat.com 
Re: Re:£2 

2004/10/12 15:47^2 ttUfcTO 2004/10/12 15:50:55 

ujJDl ^fjf -tai -n, W^a| qj^i .t-S 91 M#£|?^u|cf. gift* noj^feeti, 

* JL 1 -8flo|x| 10# 
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Original Message , / I / i / v 

From:o|e{n| Xfe-BAe (fttfow-t WCWe/ ) 

To: jkioe@kist.re.kr 

Sent: Tuesday, October 12. 20(04 1:57 P!fl . 
Subject: He: He:^ ^ T^; ;;.V(K3344) j 



oi n -a 

S i.H^.ai -^goh-g ss«HS 3Bf, ^o|oh£-H flai- c8>lo*g = gpq- S4!#BS *Ma| S^S-SS 5 
91 «« SrUSK 1 i ^sjsMI EB«!£S tWScH? ir^lol #qcK o|^7fl § ft 

gslS*W sasHxj g*fl*!S£. tfg >-H-&o| sgsNxpl icn goij £Ja|.£H>| ?|§o|£-i- .uj-5T?| oil 

nfew, <a7Hs| S^SHS ^Wrfe^ol aMlf 33©£ «zj-EMch ?JiJ r.|-o| o|-££. ^} xf gAj 0 | 
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Original Message 

From: ofojuH 

To: jklee@kist.re.kr 

Sent- Thursday. October 07, 200^^ 
Subiect: He: R e :as2* *SS» s¥(K3344) 



01 *H & ^ALy^l 



0|Q|H| Efj 



From: Ql*li?J 

Received Date: 2004/10/07 18:07:11 
Subiect: R»: Re: SCI &J?(K33«i 

iiar# aid oil ^=a4cf. 
a toil a| a. 

*l« ^3 SMJ ^A|g ^Afs^^44. g^at go|7 r lSffM4. 

0IXHS- =g. 

Original Massage 

From: o|sjsj[ 

To: jkleeCfi'kist.re.kr 

Sent: Thursday, October 07, 2004 5:59 RM 
Subject: Me: ^WS: £¥(k!3344| 
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Kt-lved Pat e: 2004/10/04 
ibjoct: *g> V-yb #V'l\:i 
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J ie-Kap Lee. Ph.D. 

Fesearch Scientist 
I T Tin Film Technology Center 
porea Institute of Science and Technolcgy(KIST) 

F.O. Box 131, Cheongryang, Seoul 130-650, Korea 

Fhone: +32-2-958-5495, Fax : +82-2-958-5509, 
|E}-mail: jxlse#ki5;t.rakr 
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Exhibit VIII 



Park, Ktm & Partner 

GwangHwa Moon P.O. Box No. 882 
SEOUL 1 1O-608, KOREA 



POWER OF ATTORNEY 



I/We, the undersigned, HERIOT-WATT UNIVERSITY 
„ . ,. Riccarton, Edinburgh, EHI4 4AS 

United Kingdom 



do hereby appoint JANG WON PARK, 

R^S'Af^ attome * s > of 200 Nonhyun-Dong, Gangnam-Ku, Seoul, the 
SSSSft r J " my/ - " lawfol attome y(«) with full power and Sority 
tS^ST^^ 9 ^ 0 ^ tQ t3ke " o-y/our behalf 



Entitled: ^™OD FOR FABRICATION OF DIAMOND SHELL 
WITH A GEOMETRICAL FIGURE 

f T I i ltell ^ tua . 1 ***** Office, and if necessary, to divide said a 
^tiSSSSW &?P T " 0nS u', t0 C ° nvert ^ d a PP»°3o one for pS 
*w Z^' t0 ^ thdraW ° r abandon said ^Plication mcludWan 
application for registration of extension of duration of the patent right, to Ilea 
petition i or to withdraw it, to demand an appeal against rejection of the inlic 
ation 01 : decision of dismissal of amendment?, to appeal fro* ^SScS w 

tZ ^ eC1S10n f ^ ° r 311 a PP e ^ W or any SSative 

action or to withdraw or abandon the trial(s), appellate trialfs) or anneS t 

other .formalities and acts under the provisions of Article 5 of the Korean P*£« 
aS Trlu ^ ^^tyModel Law, ArticleTof ^ T^mS luM 

Datedthis 7 m day of OcTQf,&z_ 2004 ; ' 

HERIOT-WATT UNIVERSITY ■-■■'V, . 



ignatays Bill name wiih position u'lte, 
if any, below ihe signature 



Title : U wra^<£--?UM_ Ptepe firry % qiOtt^S 
MX) 

(no Notarization) 



PATENT APPLICATION AND USE AGREEMENT 



™S"e^^ TJ * IVER SITY, Riccarton, Edinburgh, EH14 4AS (hereinafter referred to as 
and 

THE KOREA INSTITUTE OF SCIENCE AND TECHNOLOGY of 39-1 Hawolgok-dong 
Seongbuk-gu, Seoul, 136-791, Korea (hereinafter referred to as "the Institution") 



WHEREAS:- 



(B) 



The University and the Institution are the joint owners ©certain inventions as further, 
described 1 in the Schedule to this Agreement (the "Inventions") which were jointly created asd 
developed by Professor Phillip John of the University and Doctor Jae-Kap Lee a researcher at 
the Thin Film Materials Center of the Institution andcor>ny Patents and Know-How relate 
thereto concerning a method for the fabrication of hollow micro-diamond products; 

The Institution and the University wish to use and exploit and to sublicence the use and 
exploitation of the Inventions, Patents and Know-How; and 

(C) -tw^T m V he Uni ? rsi, y have a S reed to grant to each other licences to use and 
exploi and to sublicence the use and exploitation of their respective interests in the 
Inventions, Patents and Know-How, on the terms and conditions set out in this Ceement. 

THE PARTIES AGREE as follows:- 

1 - DEFINITIONS AND INTERPRETATION 

in this Agreement (including the recitals), unless the context otherwise requires, the following 
words and expressions shall have the meanings set out opposite them:- 
Commencement Date means 1st August 2004; 

SeTS^rrH^^r 5 iqm l' meth ° ds ' Skills ^ a]1 technical information, data, 
E reports ; f d ( o*er knowledge of a secret and confidential nature relating to the 
Inventions or Patents now m the possession of the University or the Institution; 

Net Income means the gross income received by a Party in respect of their use, exploitation 
SrSrfoth Inve "! ion %^ents or Know-How less any expenses incurred by that 
Party relating to the prosecution of any patent applications contained within the Patents; 

S h m cT Pat6nt fPP lications relarJn g t<> the Inventions including any contained 
within the Schedule any other patent applications filed by the Parties which claim priority 
t™7 P«tont apphcations relating to the Inventions including any contained within the 

£^ZJt5? tTffTr* t0 the PM a PP Iications Wg to the Inventions or 
those contained within the Schedule and any patent applications claiming priority therefrom 
nm^T T eX f enS, '° nS ' substitutions < continuations, divisions, ^Lnuatfon iSpart 
applications and supplementary protection certificates based on and including any subject 
matter cla.med or disclosed ,n any of the aforementioned patent applications and/or patents; 

*2££^£&£F or derived directly or kdirectly from or utilisi ^ the 



fa 
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Schedule means the schedule annexed to and which will be deemed to form part of this 
Agreement; 

Sub-Licensee means any third party to whom a Party grants a sub-licence of their rights 
under this Agreement in accordance with Clause 8; 

Year means the period of one (1) year commencing on the Commencement Date and each 
subsequent period of one (1) year during the period of this Agreement. 

1.2 Words denoting the singular include the plural and vice versa, words denoting a gender, 
include all genders, and words denoting persons include corporations and all other legj 
entities. 

1.3 Unless the context otherwise requires, references in this Agreement to any Clause will be 
deemed to be a reference to a clause of this Agreement. 

1.4 The headings are inserted for ease of reference only and will not affect the interpretation or 
construction of this Agreement. 

2. DURATION 

2.1 Notwithstanding the date or dates of execution, this Agreement will commence on the 
Commencement Date and subject to any mandatory provisions from time to time in force 
under any applicable legal system which expressly or by implication apply notwithstanding 
the terms of this Agreement and earlier termination under Clauses 12 or 14, the licences 
granted hereunder will continue in full force and effect for a period of twenty (20) Years. 
This Agreement may thereafter be extended for a further period or periods by the written 
agreement of both parties. 

3. GRANT OF LICENCE 

3.1 The University hereby grants to the Institution, and the Institution hereby accepts, a world- 
wide non-exclusive non-transferable royalty bearing licence to use and to permit third parties 
to use their interest in the Inventions, Patents and Know-How for the purpose of developing, 
manufacturing, distributing and selling Products on the terms and conditions contained in this 
Agreement. 

3.2 The Institution hereby grants to the University, and the University hereby accepts, a 
worldwide non-exclusive non-transferable royalty bearing licence to use and to permit third 
parties to use their interest in the Inventions, Patents and Know-How for the purpose of 
developing, manufacturing, distributing and selling Products on the terms and conditions 
contained in this Agreement. 

3.3 Nothing contained in this Agreement shall prevent the University and the Institution from 
using the Inventions, Patents or Know-How for any internal academic purposes or for 
conducting research on behalf of third parties. 

4. SUPPLY OF KNOW-HOW 

4.1 The University will during the period of this Agreement deliver to the Institution any Know- 
How in their possession in written form in sufficient detail to enable the Institution or their 
Sublicensees to use the Inventions and Patents for the purpose of developing, manufacturing, 
distributing and selling Products. 

4.2 The Institution will during the period of this Agreement deliver to the University any Know- 
How in their possession in written form in sufficient detail to enable the University or their 



Sublicensees to use the Inventions and Patents for the purpose of developing, manufacturing, 
distributing and selling Products. 



5. 
5.1 

5.2 

5.3 

6. 
6.1 

6.2 



6.3 
6.4 

6.5 
6.6 



COMMERCIAL EXPLOITATION 

The Parties will at all times during the period of this Agreement use all reasonable endeavours 
to commercially exploit the Inventions, Patents, the Know-How to the fullest extent. 

The Parties will not or permit any Sublicensee to at any time sell, lease, hire or otherwV 
dispose of Products for a non-monetary consideration or other than at normal commercial- 
rates. 

The Parties will and will ensure that their Sublicensees at all times comply with all legislation, 
rules, regulations and statutory requirements applying to and obtain any consents necessary 
for its use of the Inventions, Patents, Know-How in any country or territory. , 

FEES/ROYALTIES 

In consideration of the rights granted to it under this Agreement, each Party will pay to the 
other Party royalties at the rate of fifty per cent (50%) of their Net Income generated in each 
Year, in the manner specified in Clauses 6.2 to 6.10. 

Each Party will pay all royalties due to the other Party in respect of each Year within thirty 
(30) days of the end of the relevant Year. All payments of royalties to Parties will be 
accompanied by a written statement showing the following:- 

6.2.1 the number of Products sold by the Party and its Sub-Licensees during the relevant 



6.2.2 the total income to that Party generated from the sale of Products; 

6.2.3 any costs deducted from such total income to derive Net Income; 

6.2.4 the Net Income generated during the relevant Year; and 

6.2.5 the royalties due to the other Party for the relevant Year. 

All sums payable under this Agreement are expressed exclusive of any Value Added Tax 
which may be due thereon and for which the paying Party shall be additionally liable. 

All royalties and other sums payable under this Agreement will be paid in pounds sterling, 
and if any royalties are calculated in a currency other than pounds sterling, they will be 
converted into pounds sterling at the average of the Royal Bank of Scotland average buying 
and average selling rates in respect of that currency during the Year in respect of which the 
royalties are due. 

Interest at the rate of two per cent (2%) per annum above the base rate from time to time of 
the Royal Bank of Scotland will be due and payable on all sums due under this Agreement 
from the due date for payment until settlement in full. 

Each Party will and will ensure that their Sub-Licensees at all times keep true and accurate 
records of all sales of Products during the period of this Agreement in sufficient detail to 
enable the amount of royalties or other sums payable to the other Party under this Agreement 
to be calculated. Each Party will and will ensure that their Sub-Licensees allow the other 
Party or its authorised agents on giving reasonable notice access to inspect and take copies of 
such records for the purpose of verifying the amount of royalties due to them under this 
Agreement. 
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6.7 If at any time following an inspection pursuant to Clause 6.6 either Party reasonably believes 
that the other Party has not paid to them the correct amount of royalties due under this 
Agreement, they may by serving a written notice upon that other Party require that other Party 
to obtain and submit to them within thirty (30) days of the date of the written notice a 
statement prepared by that other Parry's auditors of the true amounts due to them under this 
Agreement. If it is established that the amount of royalties paid to them in respect of any 
Year is less than the amount of royalties properly payable them in respect of the relevant Year, 
the other Party will within seven (7) days of the date of submission of the statement refef e^ - 
to in this Clause pay the shortfall to them. Any overpayment of royalties will be credited- ' 
against any royalties due in the following Year. 

6.8 If the statement referred to in Clause 6.7 establishes that the amount of royalties properly 
payable to any Parry in the relevant Year is five per cent (5%) or more greater than the 
amount of royalties actually paid to that Party in the relevant Year the other Party shall fear,.; 
the costs of obtaining the statement and shall reimburse that Party for all costs and expenses" 
reasonably incurred by that Parry in making the inspection pursuant to which the 
underpayment is discovered. In all other circumstances that Party shall reimburse the otfte- - 
Party for any costs and expenses reasonably incurred by the other Parry in obtaining the 
relevant statement. 

6.9 All payments due under this Agreement will be made without any set-off, deduction or 
withholding except as may be required by law. If any Parry is required by law to make any 
deduction or to withhold any part of any amount due to the other Party under this Agreement, 
that Party will give to the other Party proper evidence of the amount deducted or withheld and 
payment of that amount to the relevant taxation authority, and will do all things in its power 
to enable or assist the other Party to claim exemption from or, if that is not possible, to obtain 
a credit for the amount deducted or withheld under any applicable double taxation or similar 
agreement from time to time in force. 

6.10 The provisions of this Clause 6 will remain in full force and effect following termination of 
this Agreement for whatever reason until settlement of all subsisting claims under this 
Agreement. 

7 SUB-LICENSING 

7.1 Each Party is entitled to with the other Party's prior written consent, such consent not to be 
unreasonably withheld or delayed, grant sub-licences of its rights under this Agreement to 
appropriate third parties for the sale and distribution of Products in accordance with the 
provisions of Clause 7.2. 

7.2 All sub-licences granted under the terms of this Agreement will be non-exclusive and non- 
transferable. Each Party will ensure that it enters into a written agreement with any Sub- 
Licensee and that each sub-licence agreement contains appropriate provisions regarding field 
of use, access to the Sub-Licensee's books and records, confidentiality, indemnification and 
termination and prohibits the Sub-Licensee from granting further sub-licences of its rights. 

8. CONFIDENTIALITY 

8.1 Each Party will not and will ensure that its Sub-Licensees do not: 

(a) at any time during the period of this Agreement or at any time thereafter; 

(b) disclose or use, or permit to be disclosed or used; 

(c) the Inventions, Know-How, or any other information of a confidential nature which is or 
may be disclosed by one Party to the other Party or to its Sub-Licensees during the 



period of this Agreement (including but not limited to information relation to the 
disclosing Party's business or scientific strategies, opportunities, finances or processes); 

(d) to or by any third party or to any of its employees who are not directly and necessarily 
involved in developing, manufacturing, selling or distributing the Products, without the 
other Party ' s prior written consent. 

Each Party will ensure that its employees or its Sub-Licensees to whom the Inventions, 
Know-How and/ or any other information as referred to above is disclosed are made aware o f 
the confidential nature thereof and comply at all times with the terms of this Clause 8. 

Each Parry will and will ensure that its Sub-Licensees take all practicable steps whilst the 
Inventions and Know-How are in its possession to prevent access to the Inventions a"hu~ 
Know-How by any person not so entitled under this Agreement. ■-. 

The obligations contained in this Clause will not extend to any information which a Party yr ' 
its Sub-Licensees can show by written evidence: - 

8.3.1 is or becomes generally available to the public otherwise than by reason of a breach 
by that Party or its Sub-Licensees of the provisions of this Clause; or 

8.3.2 is known to that Party or its Sub-Licensees and is at their free disposal prior to its 
receipt from the other Party; or 

8.3.3 is subsequently disclosed to a Party or its Sub-Licensees without obligation of 
confidence by a third party owing no obligation of confidentiality to Hie other Party in 
respect thereof; or 

8.3 .4 legally requires to be disclosed. 

The rights and obligations of the parties under this Clause will survive termination or expiry 
of this Agreement. 

WARRANTIES AND INDEMNITIES 

No warranty is given by each Party in relation to the Inventions, Patents or the Know-How or 
the uses to which they may be put by the other Party or its Sub-Licensees or their fitness or 
suitability for any particular purpose or under any special conditions notwithstanding that any 
such purpose or special conditions may be known. Each Party hereby acknowledges that it 
has satisfied itself in relation to the foregoing matters. All conditions and warranties, express 
or implied, arising under statute or common law are hereby excluded. 

The Institution hereby warrants to the University, and the University hereby warrants to the 
Institution that: 

9.2.1 it has the full power and authority to enter into and to perform its obligations under 
this Agreement; and 

9.2.2 it will and will ensure that its Sub-Licensees at all times observe and comply with the 
terms of this Agreement. 

The Institution shall and hereby agrees to indemnify the University in full in respect of any 
loss, liability, damage, loss or expense (excluding indirect or consequential losses, special 
damages and loss of profit) incurred or suffered by or imposed upon the University, whether 
arising by way of a claim made by a third party or otherwise, as a result of or in connection 
with a breach by the Institution of the warranties given by it under this Clause 9 or as a result 
of or in connection with use of the Inventions, Patents, the Know-How by the Institution or its 
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Sub-Licensees or in relation to any Product developed, manufactured, sold or distributed by 
the Institution or its Sub-Licensees. The Institution shall at all times indemnify and keep 
indemnified the University against all losses, costs, claims, damages or expenses incurred by 
the University or for which the University may become liable as a result of any breach by an 
Institution Sub-Licensee of the terms of this Agreement, as if that breach had been a breach 
by the Institution. 

9.4 The indemnity given by the Institution under Clause 9.3 will not apply to any liability, 
damage, loss or expense to the extent that it is directly attributable to the negligent act e- r 
omission, reckless misconduct or intentional misconduct of the University or its employee* '' 
and agents. 

. 9.5 The University shall and hereby agrees to indemnify the Institution in full in respect of any 
loss, liability, damage, loss or expense (excluding indirect or consequential losses, special ■ 
damages and loss of profit) incurred or suffered by or imposed upon the Institution, whether-' 
arising by way of a claim made by a third party or otherwise, as a result of or in connection 
with a breach by the University of the warranties given by it under this Clause 9 or as a result 
of or in connection with use of the Inventions, Patents, the Know-How by the University o- •■ 
its Sub-Licensees or in relation to any Product developed, manufactured, sold or distributed 
by the University or its Sub-Licensees. The University shall at all times indemnify and keep 
indemnified the Institution against all losses, costs, claims, damages or expenses incurred by 
the Institution or for which the Institution may become liable as a result of any breach by a 
University Sub-Licensee of the terms of this Agreement, as if that breach had been a breach 
by the University. 

9.6 The indemnity given by the University under Clause 9.5 will not apply to any liability 
damage, loss or expense to the extent that it is directly attributable to the negligent act or 
omission, reckless misconduct or intentional misconduct of the Institution or its employees 
and agents. 

9.5 The rights and obligations of the parties under this Clause will survive the termination of this 
Agreement. 

10. PATENT PROTECTION AND INFRINGEMENT 

10.1 The Institution will during the period of this Agreement be responsible for in consultation 
with the University prosecuting any patent applications comprised or to be comprised within 
the Patents and maintaining the Patents and will ensure that all filing and renewal fees 
necessary to prosecute and maintain the Patents are timeously paid. Notwithstanding the 
foregoing, the Institution will have sole discretion in relation to any decision which requires 
to be taken with regard to prosecution and/or maintenance of the Patents, including any 
decision relating to removal of any country or territory from the scope of the Patents or 
abandonment of any patent application comprised within die Patents or amendment of any 
clauus comprised within any such patent applications, provided always that the University 
may elect to continue at its own expense any Patent in any country or territory which the 
Institution may wish to remove from the scope of the Patents or any patent application which 
the Institution may wish to abandon. 

10.2 Each Party will on the request of the other Party provide to that other Party all information 
documentation and assistance (including but not limited to executing documents) that other 
Party may reasonably require to enable it to take any action or commence or conduct any 
proceedings pursuant to this Clause. 

10.3 Each Party will at all times keep the other Party informed as regards progress of any action 
taken or proceedings raised by that Party pursuant to this Clause and will not settle any 
proceedings raised by or against it pursuant to this Clause without the other Party's prior 
written consent, such consent not to be unreasonably withheld or delayed. 
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10.4 Either Party may if it reasonably believes that there is a reasonable prospect of any action or 
proceedings in question raised pursuant to this Clause not being successful and that belief is 
backed up by the written opinion of a senior counsel elect by giving written notice to the other 
Party not to take any action or commence or conduct any proceedings under this Clause. 

II. INFRINGEMENT 

11.1 Each Party agrees that if it is notified by a third party of any claim or potential claim arising 
as a result of or in connection with any use of the Inventions, Patents, the Know-How or in 
relation to any Product developed, manufactured, sold or distributed by the Parties or their 
Sub-Licensees, it will: 

11.1.1 forthwilh inform the other Party of such claim or potential claim; 

11.1.2 take all reasonable steps to prevent judgement by fault or by default being granted In'" 
favourofthatthirdparty; ~ ..j^ ^ 

1 1 . 1 .3 ensure that the other Party is given the right to conduct proper consultations with the 
third party in relation to the claim or potential claim; 

1 1 .2 Furthermore each Party will notify the other Party of any: 

11.2.1 actual, threatened or suspected infringement of any of the Patents; 

11.2.2 proceedings commenced against it in which the validity or ownership of any of the 
Patents is challenged; and 

1 1 .2.3 actual, threatened or suspected breach of confidentiality relating to the Know-How, 

11.2.4 claim or potential claim by a third party arising as a result of or in connection with 
any use of the Inventions, Patents, the Know-How by the or in relation to any Product 
developed, manufactured, sold or distributed by the Parties or their Sub-Licensees. 

as soon as reasonably practicable after it becomes aware of such matters. 

11.3 The Parties will meet reasonably promptly following notification of any matter under this 
Clause to decide what action, if any, should be taken in respect of the relevant infringement, 
challenge, breach or claim. 

1 1.4 Each Party will, on the request of the other Party provide to that other Party all information, 
documentation and assistance (including but not limited to executing documents) that other 
Party may reasonably require to enable it to take any action or commence or conduct any 
proceedings pursuant to this Clause. 

11.5 Each Party will at all times keep the other Party informed as regards progress of any action 
taken or proceedings raised by that Party pursuant to this Clause and will not settle any 
proceedings raised by or against it pursuant to this Clause without the other Party's prior 
written consent, such consent not to be unreasonably withheld or delayed. 

1 1.6 Either Party may if it reasonably believes that there is a reasonable prospect of any action or 
proceedings in question raised pursuant to this Clause not being successful and that belief is 
backed up by the writ) en opinion of a senior counsel elect by giving written notice to the other 
Party not to take any action or commence or conduct any proceedings under this Clause. 

11.7 Any monies received: by or sums awarded to either of the Parties in settlement of or as 
compensation, costs or damages as a result of taking any action or commencing or conducting 
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12. TERMINATION 

12-1 P^if^ " iay ■ Qrminate tHiS A S reement forthwith by giving written notice to the other 

12.1.1 any fees, royalties or other sums payable by the other Party under this Aereenpr- • 
remam unpaid thirty (30) days after the due date for paymenUhereof; or < 

12 ' L2 ZZV™* **priod ofm * Agreement the other Party directly or indirectly 

12 ' 2 f^il" 5 ' '° ay K ™ i ° aB "" S Aereemen * f « h ™"' <* Sivfas written notice to the otter 
II ore b.each is capable of remedy, falls to remedy it within thirty (30) (lavs alto 

S?S**"T" Mice COMai ""' 8 6,11 of te «™2£2 , i5h!5? 

12.2.2 an order is made or a resolution is passed for the winding-up of tire other Party exeeot 
m the ease of , voluntary winding-up for the purposes of a seheme of re2n2! 

'"■ 4 if^V^T" ^ " » -»« outer Patty or 

l2 ' 2 - 5 SlttSZS? h S «*°" ' * thelnsolyene, Ae, me In 

perfott^nceSLriwtZreS " - 

12.4 Following expiry or the lawful termination of this Agreement, each Party will:- 

12 ' 4 ' 1 '^t^^T a " C ° PieS f- 8ny confid «*ial documents provided by the other 
Party to that Party pursuant to this Agreement to that other Party; 

12A2 -mains secret and 

expny or termination of tins Agreement and subject to payment of the 

7-9 
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appropriate royalties under Clause 6, continue to distribute and sell any unsold stocks 
or the Products; and 



12.4.3 within thirty (30) days of the expiry of the six (6) month period referred to in Clause 
above 1 2.4.2 calculate and pay to the other Party all outstanding sums due under this 
Agreement up to the date of expiry or termination hereof. 

12,5 Z^J&jg™?' ° f "* m « wl " 

13. NOTICE 

13.1 Any notice required to be given under this Agreement will be served personaJly or by first 

class recorded delivery post addressed to the relevant Party as specified in ClauseTa 2 An5 ' 
S^ e " Wl11 be Jemed to h ave been served if personally delivered, on the day anlat . 
Xt.SS ° r o f / 0Sted ' f0rty ?f (48) h0Ure after ? ostIn S *> d in P™g se^ice .T- 

offic^receint fo dl, r T( ^ Pr0perly with the re ' evant P ost 

omce receipt for despatch by first class recorded delivery post. . 

14. FORCE MAJEURE 

14J c^/siSVh ° r f 311 ^- 0 * ;P erformance * Party under this Agreement will not be 
IZcZicrT , T Ag ™ m l? ifMd t0 the extent that such dela y ° r feih" b caused 
of Go "c ts eSn TT nable , C ° ntr01 ° f that Party Mm Z> but not limited * 
worker; L , kWS S overan > en t; ^ikes or other concerted acts of 

workers, fhe, floods; explosions; riots; wars; rebellion; and sabotage- and anv time for 

SSST hereUnder Wi " Be 6Xtended by aCtUal *» of "5 ^any 'suS 

14.2 If either Party is prevented from carrying out its obligations under this Agreement for a 
thT^Tr/ 6 " 0 ' ° f SlX(6) m ° n£hS the ° ther ^na^ZsZ^otiZl 
£2n? ff^ P T Wltten n ° tiCe Pr ° vided aIwa y s that at da * upon wSStolffi 

a^^s 



GENERAL 



15.1 Save where spec.hed otherwise under the terms of this Agreement neither Party shall be 
entrtled to ass.gn or transfer any of its rights or obligations under this Ag eemenSthout the 
pnor written consent of the other Party, such consent not to be mwKS^JSSt 

I5 ' 2 SS T ltai " ed ln A § reeraeilt ^ deemed to constitute or imply any partnership 
Z5J!l f f relationship expressly provided for in this Agreement m the 
sSZ Z t !f A8r f ment " *° StatUS ° f each Par * includ ^ i» en?l "and agent 
pal N^elfXlr. 1 !; i° ntraCt0r ^ " 0t ° f empl ° yee > a ^ ent or of the S 

15 - 3 -^^^ 
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rTgil e or 0 reS^ UCh " eX6rdSe ° r the exercise of ^ ot!ier 

15 " 4 SbLl S m^Tln^ itUte , S Ae enti f unde / standing between *» Parties with aspect to the 
r™ t f hereof and supersedes and replaces all prior agreements, understandings 
representations ^.trngs and discussions between the Parties whether written oroS 
relahon hereto. Nothmg herein shall exclude any liability for fraudulent misrepresentation. 

1 5.5 if any of the provisions of this Agreement are or become invalid, or are ruled illeeal bv -n- 
^l C r mP ! te f- tJUrisdl i- ti0n> ° r are deemed "enforceable under then cun-ent applicable r 
Z STrSnl f dU ™ g the „ peri ° d ° f tWs A S reeM > * » thb Parties' intention 

2t? ° f 11115 A 8 reement w » ™* ^ affected thereby provided that the Parties' 

nghts under his Agreement are not materially altered. It is further the parties' intentionM < 
m lieu o each such provision which is held to be invalid, illegal or unenforceable there vS < 
wlxS^m e1fec t °Ivf f n ed " ^ ° f ^f™' 3 Valid » ^ -d enfoSabS pZfl' 
-elraot ^vision ^ " P ° SS,We t0 *** ° f ^ ^ W«V 

16- APPLICABLE LAW f ^.U _ .. . , 

l6J kws ofTcoZd US * 8 °r ie u d b l aDd C ° nStrued and 511 accordance with the 

Courts P y Pr ° r0gate t0 the excI «sive jurisdiction of the Scottish 



Subscribed for and on behalf of HERIOT WATT 



Witness 
Full Name 
Address 



Witness 
Full Name 
Address 



Name 



- Name 



The Inventions 

CVD. All novel method ; of co,dn a d3^H H ^ " t°, T 1 * kD0 ™ ms,ho<is «"*««■« 

leave . „,icro-di.,„o»d hollow diSSiST^dTZSrf^"^^-'^ too, ^, to 
The Patent Applications 



No patent applications currently filed 
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PATENT APPLICATION AND USE AGREEMENT 

between 

HERIOT-WATT UNIVERSITY 

and 

THE KOREA INSTITUTE OF SCIENCE AND TECHNOLOGY 



Exhibit IX 



1/1 



4- 1-2004-0041190-39 

2004.10.14 

5- 2004-036974-3 
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